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fiian Ayala 
Dear Sir: 

This is in response to the Examiner's Answer mailed on September 22, 2005. 
As to the Ushiwata/Tsune combination, the Examiner has admitted that Ushiwata discloses 
all elements called for in Claim 1 except for the second gear being driven by the motor via a belt. 

OJ 

The Examiner relies on Tsime to provide such missing element because "it would have been 3 

S 

obvious to provide a belt in Ushiwata as taught by Tsune in order to provide a backlash ^ 
eliminator assembly, which eliminates backlash between gears." 



in <z 

o A 
o 

o o 

o ^ 

o • 

o S 



s 

•am 



Page 1 of 4 



r 

Serial No. 10/056^12 

UTILITY PATENT B&D No. TN -1488 

As discussed in the Appeal Brief, this rejection is improper as the Examiner has failed to 
find some suggestion or motivation to one of ordinary skill in the art to combine the reference 
teachings. When called upon to provide such motivation, the Examiner argued that the 
motivation to provide a belt can be found in Tsune "in order to provide a backlash eliminator 
assembly, which eliminates backlash between gears." However, Tsune does not teach using a 
beh to provide a backlash eliminator, as fully explained in the Appeal Brief Because the beh 
does not provide the functionality claimed by the Examiner, the alleged motivation to combine is 
invalid. 

In view of such facts, the Examiner then admitted that "the belt and pulley system are not 
a part of the backlash eliminator." However, the Examiner argued "the belt and pulley are 
required in the configuration of any apparatus that has the backlash eliminator because of the 
spatial arrangements and spatial constraints." In other words, the belt and pulley system are 
needed in all apparatus that have a backlash eliminator. 

In response, Applicants/Appellant pointed out that US Patent No. 5,8233,081 ("Tsune 
'081") disclosed a circular saw with a backlash eliminator without a belt or pulleys. In other 
words, "any apparatus that has the backlash eliminator" does not require a belt and pulley, as 
alleged by the Examiner. 

In the Examiner's Answer, the Examiner now argues that Tsune '081 "is capable of using 
a belt and pulley system with the motor in order to drive the second gear 74. . . Tsune '081 does 
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not disclose how the motor is connected to the second gear 74. . . The appellant's argument is 
flawed because the motor is not shown in figure 7 of Tsune '081, and there is no description of 
how the motor and the second gear 74 are connected. Moreover, it appears from figure 7 of 
Tsune '081 that the second gear 74 is driven by an assembly that is below the second gear 74, 
and spaced away from the backlash assembly 65, giving credence to the argument that the motor 
must be spaced away from the backlash assembly." 

Applicants/Appellant readily admit that the motor is spaced away from the backlash 
assembly and below the second gear. Applicants/ Appellant however do not agree that the motor 
is necessarily connected to gear 74 via a belt. 

Instead, Applicants/Appellant submit that the motor may have a motor shaft with one or 
more intervening gears that mesh with second gear 74, thus transmitting the motor's rotational 
action to second gear 74. With such arrangement, it is not necessary for a saw with a backlash 
eliminator to have a belt and pulley system. In other words, the Examiner is incorrect in 
assuming that "the belt and pulley are required in the configuration of any apparatus that has the 
backlash eliminator." 

Regardless of the above, the Examiner still believes "it would have been obvious to 
provide a belt in Ushiwata as taught by Tsune in order to provide a backlash eliminator assembly, 
which eliminates backlash between gears" even though (a) the Tsune belt is not used in a 
backlash eliminator assembly, as admitted by the Examiner, and (b) not all backlash eliminator 
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assemblies require a belt, as shown by Tsune '081. Applicants/Appellant submit that, since a 
belt is not used in the Tsune backlash eliminator assembly or necessary for such backlash 
eliminator assembly to exist in a saw, a person of ordinary skill in the art would not have added 
the Tsune belt to Ushiwata to provide a backlash eliminator assembly, as alleged by the 
Examiner. Therefore, the Examiner's rationale for combining Ushiwata and Tsune is invalid. 

Because the Examiner has failed to identify a valid motivation to combine Ushiwata and 
Tsune, no proper prima facie case of obviousness can be made. Therefore, Claim 1 is patentable 
over Ushiwata/Tsune. Accordingly, Applicant/Appellant urges the Board to reverse the Examiner's 
improper rejection of the claim under Ushiwata/Tsune and to allow such claim. 




Adan Ayala, Reg. No. 38,373 
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Page 4 of 4 



